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Applicant(s) 

ROSKOWSKI ET AL. 
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Art Unit 

2182 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1704(b). 

Status 

1 )^ Responsive to communication(s) filed on 4/23/03 - letter - surrender 1st patent . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11,453 O.G. 213. 
Disposition of Claims 

4) [3 Claim(s) 1-30 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-30 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2-D Certified copies of the priority documents have been received in Application No. . 

3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) D The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) Q Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. '£0O&'O32&~ 



Application/Control Number: 09/815,873 
Art Unit: 2182 



Page 2 



DETAILED ACTION 



Response to Statue Request - 1/10/05 



On March 10, 2003 a called was placed to Applicant's Attorney Mr. Kirk A. 
Gottieb, Reg. No. 42,596 about Examiner's willingness to allow the application if an 
Examiner's Amendment to the claims 1, 3, 4, 5, 6, 8, and 14 (correct spelling mistake - 
'multiplexor') was approved by Mr. Gottieb. However, the Notice of Allowability was 
never mailed and in its place an Ex. Parte Quayle Action was mailed 03/25/03 asking 
for the applicant to submit a statement as to the loss or inaccessibility of the original 
patent. The original patent was received 4/22/03. For the record claims filed 1/13/03 are 
the valid claims of record. 



Claim Rejections - 35 USC §112 



As to the claims 1-7 being rejected under 35 U.S.C. 112, second paragraph, as 
failing to set forth the subject matter which applicant(s) regard as their invention. The 
Amendment filed 01/13/03 has overcome the previous rejections. 
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Recapture/Broadening 



1. Claims 23-30 are rejected under 35 U.S.C. 251 as being an improper recapture 
of broadened claimed subject matter surrendered in the application for the patent upon 
which the present reissue is based. See Hester Industries, Inc. v. Stein, Inc., 142 F.3d 
1472, 46 USPQ2d 1641 (Fed. Cir. 1998); In re Clement, 131 F.3d 1464, 45 USPQ2d 
1161 (Fed. Cir. 1997); Ball Corp. v. United States, 729 F.2d 1429, 1436, 221 USPQ 
289, 295 (Fed. Cir. 1984). A broadening aspect is present in the reissue that was not 
present in the application for patent. The record of the application for the patent shows 
that the broadening aspect (in the reissue) relates to subject matter that applicant 
previously surrendered during the prosecution of the application. Accordingly, the 
narrow scope of the claims in the patent was not an error within the meaning of 35 
U.S.C. 251 , and the broader scope surrendered in the application for the patent cannot 
be recaptured by the filing of the present reissue application. 

a. In the reissue application, new claims 23, 26, and 28 now presents the 
same language as claims 1 , 4, 8, and 14, except that it does not contain: (B) "the 
timing of said first clock being independent of the timing of said second clock". In 
the Office Action dated 01/13/03 Applicant tried to overcome this issue by adding 
(B) to the preamble of claims 23, 26, and 28. However, adding (B) to the 
preamble does not provide a position limitation and preamble to not necessary 
give patentable weight. Further, by adding (B) to the preamble it may be 
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construed as a statement of intended use or purpose of the claim invention. A 
preamble is generally not accorded any patentable weight where it merely recites 
the purpose of a process or the intended use of a structure, and where the body 
of the claim does not depend on the preamble for completeness but, instead, the 
process steps or structural limitations are able to stand alone. See In re Hirao, 
535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 
152, 88 USPQ 478, 481 (CCPA 1951). Thus, the omission of (B) in the body of 
the reissue claims 23, 26, and 28 constitutes recapture are thereby rejected, 
because reissue claims 23, 26, and 28 are broader in a manner directly pertinent 
to the subject matter that applicant surrendered during the prosecution. 

2. Claims 23-27 are rejected under 35 U.S.C. 251 as being an improper recapture 
of broadened claimed subject matter surrendered in the application for the patent upon 
which the present reissue is based. 

a. In the reissue application, new claims 23 and 26 now presents the same 
language as claims 1, 4, 8, and 14, except that it does not contain: (A) "without 
transferring other data into the buffer." 

Claims 23 and 26 are broader in that it eliminates (A). This provides a 
broadening aspect to the reissue claim to exclude the (A) limitation that was 
clearly argued in Amendment C, (paper number 7, page number 9, filed 
02/22/94) and Amendment E, (paper number 17, page number 4, filed 09/06/96, 
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of the original application to overcome the rejection based on the Wolf reference 
(US Patent 4,525,849). Although, reissue claims 23 and 26 includes "without 
clocking other data from the first component to the buffer," the scope of the claim 
has changed. Thus, the omission of (A) in reissue claims 23 and 26 constitutes 
recapture are thereby rejected, because reissue claims 23, 26, and 28 are 
broader in a manner directly pertinent to the subject matter that applicant 
surrendered during the prosecution of the original patent. 

Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tammara Peyton whose telephone number is (571) 
272-4157. The examiner can normally be reached between 6:30 - 4:00 from Monday to 
Thursday, (I am off every first Friday), and 6:30-3:00 every second Friday. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, Jeffrey 
A. Gaffin, can be reached on (571) 272-4146. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 305-3718. Any 
inquiry of a general nature of relating to the status of this application should be directed 
to the Group receptionist whose telephone number is (571) 272-2100. 

Mailed responses to this action should be sent to: 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231. 
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Faxes for Official/formal (After Final) communications or for informal or draft 
communications (please label "PROPOSED" or "DRAFT") sent to: 

(703) 872-9306 
Hand-delivered responses should be brought to: 
USTPO, 2011 South Clark Place, Customer Window 

Crystal Plaza Two, Lobby Room 1B03, Arlington, VA, 22202Crystal Park II, 2121. 



Tammara Peyton 
March 26, 2005 



